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Applicant, by its Attorneys, hereby submits this Brief on Appeal pursuant to Trademark 

Rules 2.141 and 2.142. 

I. BACKGROUND 

On November 23, 2013, Applicant filed an application for the mark LA FINCA for wines 

based on an intent to use the mark in U.S. commerce. 

A first office action issued on March 21, 2014.  In that office action, the examining 

attorney noted that there was a prior pending application for the mark THE FARM for wines.  

The examining attorney also refused registration under Trademark Act Section 2(e)(1) on the 

ground that the applied for mark is merely descriptive of the Applicant's goods.  In addition, a 

translation statement was required as was a requirement for information about the goods. 

Applicant responded to that Office Action on September 22, 2014, and at that time filed 

an amendment to allege use.  The amendment to allege use indicated that the LA FINCA mark 

had been used in the United States since July 2009.  In that September 22, 2014, response, 

Applicant argued against the descriptiveness and the potential likelihood of confusion refusals.  

In addition, Applicant entered a translation of LA FINCA and responded to the examining 

attorney's request for information. 

A second office action issued on October 20, 2014.  In that office action, the examining 

attorney made final her merely descriptive refusal.  Applicant filed a request for reconsideration 

on November 7, 2014, and amended its application to claim acquired distinctiveness under 

Section 2(f) of the Trademark Act based on five years of continuous and exclusive use in the 

United States. 

On December 15, 2014, the examining attorney issued a third office action in which she 

refused registration on the ground that the applied for mark is generic.  She alternatively found 
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that if the mark was determined not to be generic by a tribunal, she maintained the merely 

descriptive refusal.  She took the position that the five years of use was insufficient to establish 

acquired distinctiveness. 

Applicant filed a response to that office action on May 18, 2015, and argued against the 

generic and descriptive refusals.  The examining attorney issued a second final refusal on 

June 15, 2015, on grounds that the applied for mark was generic and, in the alternative, merely 

descriptive without an adequate claim of acquired distinctiveness. 

 Applicant filed a request for reconsideration on December 15, 2015.  The examining 

attorney denied that request on January 19, 2016.  This appeal followed. 

II. ISSUE 

There are three issues on appeal.   

(1) Whether Applicant's applied for mark, LA FINCA, for wines is 

      generic under Trademark Act Section 2(e)(1); 

(2) Whether Applicant's applied for mark, LA FINCA, for wines is 

      merely descriptive under Trademark Act Section 2(e)(1); and 

(3) Whether Applicant has submitted sufficient evidence to support a claim of 

acquired distinctiveness under Trademark Act Section 2(f). 

III. ARGUMENT 

A.  LA FINCA for Wines is Not Generic. 

The Federal Circuit has developed a two-part test to determine genericness:  

(1) what is the genus of the goods at issue; and 

 

(2) does the relevant public understand the designation as primarily to refer to that 

genus of goods? 
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H. Marvin Ginn Corp. v. Int'l Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 990, 228 USPQ 528, 530 

(Fed. Cir. 1986).  In that case, the Federal Circuit noted the critical issue in determining whether 

a term is generic is "whether members of the relevant public primarily use or understand the term 

sought to be protected to refer to the genus of goods or services in question."  Id. at 1229.   

Furthermore, as noted in Section 1209.01(c)(1) of the TMEP, "[t]he test turns upon the primary 

significance that the wording would have to the relevant public."  In addition, the examining 

attorney has the burden of proving that a term is generic.  See TMEP §1209.01(c)(1). 

1. What is the Genus? 

The genus of the goods is often defined by applicant's identification of goods.  Here, 

Applicant has applied for "wine."  Therefore, the genus of the goods is "wines."  The examining 

attorney however takes the position that "wine" is a broad term and "estate wines and estate 

bottled wines are a more narrow category of the broader genus of wine."  Request for 

Reconsideration Denied, Jan. 19, 2016, p. 2.   

The genus of the goods is "wine."  There is no evidence of record that shows that the 

Trademark Office or the relevant public views "estate wine" as the genus of any goods.  In fact, 

all of the third party registrations and applications of record identify the goods as "wine."  This is 

how the consuming public views the goods at issue.  There are 1000s of federal trademark 

registrations that cover "wine", and "wine" is listed in the ID Manual.  Request for 

Reconsideration, Dec. 15, 2015, pp. 44-138; 32-36.    "Estate wine" is not the genus of the goods 

at issue and is not a recognized description for goods at the Trademark Office.  The genus of the 

goods is "wine."   

Applicant acknowledges that the doctrine of foreign equivalents is relevant to determine 

genericness.  However, that doctrine "is not an absolute rule and should be viewed merely as a 
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guideline".  Palm Bay Imports Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 

F.3d 1369, 73 USPQ2d 1689, 1696 (Fed. Cir. 2005).  This Board, in fact, has found that LA 

POSADA for lodging and restaurant services was capable of registration on the Supplemental 

Register because LA POSADA and "the inn" have different commercial impressions. In re Pan 

Tex Hotel Corporation, 190 USPQ 109, 110 (TTAB 1976). Here, Applicant notes that ordinary 

American purchasers would not stop and translate LA FINCA into "the farm" or "the estate" 

when they encounter Applicant's mark on wine. And, LA FINCA and "the estate" have different 

commercial impressions as seen by the evidence of record: LA FINCA is viewed as a mark for 

wine while the estate is likely to be viewed as a home or a rural property.  Office Action, Mar. 

21, 2014, pp. 26-27.  In fact, the examining attorney has not submitted any evidence that LA 

FINCA would be translated into English by the relevant public.  The Spanish generic word for 

"wine" is "vino", not "la finca" just as the generic word for "wine" in English is "wine".  See In 

re Larios S.A., 35 USPQ2d 1214, 1215 (TTAB 1995). 

In an effort to establish that the genus of the goods is "estate wine," the examining 

attorney made of record evidence discussing "estate wine". 1  That evidence does not show that 

"estate wine" is a recognized term, but does show that "estate bottled" is a term regulated by the 

Bureau of Alcohol, Tobacco, Firearms and Explosives.  However, the Examining Attorney's own 

evidence shows that there is much confusion about the term "estate".  The evidence includes:  "In 

other words, the word 'Estate/s' means nothing … nada… zilch… and never has".  Office Action, 

                                                 
1
 That evidence includes references to and excerpts from TTB regulations. Office Action, Oct, 20, 2014, 

pp. 101-138; Office Action, Dec. 15, 2014, pp. 5-15; 19-20; 26-28.  In her final refusal dated June 15, 

2015, the examining attorney takes the position that TTB "regulations are unrelated to trademark law."  

Office Action, June 15, 2015, p. 3.  The examining attorney cannot use TTB regulations to support her 

argument and then dismiss those same regulations when they support Applicant's position. 

http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=10635136&fname=uspq2d_73_1689&vname=ippqcases2
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=10635136&fname=uspq2d_73_1689&vname=ippqcases2
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Oct. 20, 2014, p. 123.  The Examining Attorney's own evidence does not show that consumers 

associate "estate" as a genus of wine.   

As to "estate bottled wine", LA FINCA clearly is not equivalent to "estate bottled wine".  

This would be similar to THE GRASS being generic for beef where the beef is "grass fed beef", 

or THE HORMONE is generic for poultry where "hormone free chicken" is used in advertising, 

or THE FREE is generic for poultry where "free range chicken" is the type of chicken sold under 

the mark.  Applicant's mark is not the generic term for "estate bottled wine".  No linguistic 

gymnastics can evidence that LA FINCA is equivalent to "estate bottled wine".  There is no 

evidence of record that relevant purchasers would stop and translate LA FINCA to estate bottled 

wine. 

To further her position, the examining attorney states that Applicant "often" refers to and 

markets its wine as "estate bottled."  Denial of Request for Reconsideration, Jan. 19, 2016, p. 3.  

In support of this statement, the examining attorney includes a printout from Applicant's website 

where there is a statement: "Malbec grapes, product of the best quarters of the estate, …" 

referring to the wine La Celia Supremo, not La Finca wine.  The next two pieces of evidence are 

printouts from CellarTracker which merely list 2010 Finca La Celia Malbec Eagle's Rock Estate 

Bottled and 2010 Finca La Celia Torrontes Estate Bottled Piedra del Agulia.  There is no 

information about either of these wines, there is no photo of the bottle or the label, and there is 

no price.  These printouts do not support the examining attorney's argument because they do not 

show use of any mark or term.  None of this evidence shows that Applicant uses the terms estate 

bottled.  Even if there was evidence of Applicant's use of estate bottled, that evidence would not 

show that LA FINCA is a generic term for estate bottled wine as discussed above. 
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As additional support for her position, the examining attorney attaches information about 

registrations where ESTATE is disclaimed to show that FINCA or ESTATE is generic.  A 

disclaimer is not an admission that a term is generic but an admission that a term is descriptive.  

See In re Allegiance Staffing, 115 USPQ2d 1319, 1325 (TTAB 2015).  Moreover, "[n]o 

disclaimer, including those made under subsection (e) of section 1057 of this title, shall prejudice 

or affect the applicant’s or registrant’s rights then existing or thereafter arising in the disclaimed 

matter, or his right of registration on another application if the disclaimed matter be or shall have 

become distinctive of his goods or services."  15 U.S.C. §1056.  The Examining Attorney's 

reliance on these records is misplaced to show that ESTATE is generic.  Office Action, June 15, 

2015, p. 3. 

Applicant has also submitted third party registrations and applications for  marks which 

include ESTATE and similar terms which were filed for alcohol (including wines), and where 

ESTATE or the similar term is not disclaimed.  These marks are in the chart below: 

Mark 

 

Reg. No./  

Serial No. 

 

Goods 

 

JAFFE ESTATE 3589381 Wine 

SONOMA ESTATE VINTNERS 3687607 Wine 

FAMILY OWNED. ESTATE 

GROWN. SUSTAINABLY 

FARMED. 

3924363 Wine 

BAITING HOLLOW FARM 

VINEYARD 
4315112 

Wine 

 

KAIKOURA ESTATES 4366235 Wines 

LA FINCA MIAMI 4729419 Beer 

FINCA DEL CASTILLO 4320059 Wine 

HERDADE DOS GROUS 3315751 
Alcoholic beverages, namely, wines, brandies, 

liqueurs and sparkling wines 

MAS CAVALLS 3591939 Wines 

FINCA ALTORFER 3658741 Wines 

FATTORIA DI TRAVALDA 3740741 Wines 

LA FERME DE SUZON 3729704 Wines 

ALTAS QUINTAS 3642816 Wines 



 9 

Mark 

 

Reg. No./  

Serial No. 

 

Goods 

 

CASCINA DELLE ROSE 4797383 
Alcoholic beverages, namely, wines, brandy and 

grappa 

FINCA LOS PRIMOS 4012027 Wine 

LA FINCA FLORIDA 4729420 Beer 

ANTICA CASCINA 4622923 

Alcoholic beverages except beers, namely, 

wines, sparkling wines, distilled spirits, liqueurs, 

alcopops, prepared cocktails on basis of 

the aforementioned goods 

DA QUINTA 85/809592 

Alcoholic beverages except beers, wines, and 

wine-based beverages; cachaça; distilled spirits 

except for wine-based beverages; caipirinha; 

liqueurs except for wine based beverages; 

Alcoholic mixed beverages except beers, wines, 

and wine-based beverages 

MAS MACIA 4000668 
Cava wines; sparkling and non sparkling wines; 

alcoholic beverages, except beer 

COTO DE HAYAS 3223390 Wines 

SOLAR DE URBEZO 4126419 Wines 

DUCHATEAU 4492146 Wine 

ESTATE 4731649 Beer 

VILLA D'AQUINO 3632408 Wine and liquor 

THE FARM 4656441 Wines 

 

Request for Reconsideration, Dec. 15, 2015, pp. 44-138.  The records of the U.S. Patent and 

Trademark Office (and the Trademark Act) clearly do not support the Examining Attorney's 

position that disclaimers are evidence that a term is generic.  Moreover, TSDR records attached 

to Applicant's filings evidence that ESTATE is distinctive. 

Actual use of LA FINCA is also important to determine if the applied for mark is generic.  

See Pan Tex, 190 USPQ at 110 ("applicant's specimens show use of the designation 'LA 

POSADA' in advertising brochures and on a sign mounted in front of its motor hotel. In each 

instance, the words 'motor hotel' appear directly under the notation 'LA POSADA'. Thus, it is 

clear that applicant is using 'LA POSADA' in a technical trademark manner").  Applicant's label 
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supports that the genus is wine, not estate wine2, and that LA FINCA is used in this manner.  

Applicant's mark appears in a trademark manner with the grape varietal of the wine identified. 

 
 

Applicant's use of its mark and the advertising for its mark evidences that the goods are 

wine, not estate wine.  The displays of LA FINCA wine at Trader Joe's stores of course reflect 

the reality of the marketplace.  Wine is arranged by grape - Malbec, Tempranillo, Chardonnay, 

etc.  Wine is not arranged on shelves according to whether or not the wine is associated with a 

particular vineyard.  This is simply not how consumers encounter wine in the marketplace as 

evidenced by the record here.  As seen below, consumers encounter Applicant's LA FINCA 

mark in the marketplace in a manner where the mark LA FINCA clearly and effectively is used 

as a mark.  See pp 16-19, for example, of Response, May 18, 2015; pp 140-141, Request for 

Reconsideration, Dec. 15, 2015; Response, Sept. 22, 2014, p. 42. 

                                                 
2
 One court notes that "consumers, in selecting wine, are much more concerned with the distinctive 

design of the wine label than with the textual information regarding geographic origin, the dangers of 

alcohol to pregnant women, the presence of sulfides, or any of the other legally required verbiage that 

appears on the less interesting side of the wine bottle".  Nova Wines Inc. v. Adler Fels Winery LLC, 85 

USPQ2d 1202, 1214 (N.D. Cal. 2006). Consumers do not stop and translate marks on wine labels. 
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In addition, there is evidence in Applicant's submissions of how third party wine labels 

appear on wine bottles. These labels further evidence that the genus is "wine" not "estate wine" 

which has no recognized meaning.  None of the third party wine labels in evidence use the words 

"estate wine".  Again, the grape used to make the wine is important and that is seen on the labels 
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below.  Request for Reconsideration, Dec. 15, 2015, pp. 147-152, 225; Office Action, Mar. 21, 

2014, pp. 17-19. 

 

 
 

As shown above, the genus of the goods is wine, not estate wine, which has no 

recognized meaning.  The doctrine of foreign equivalents should not apply in this case. The ID 

Manual, the goods listed in registrations and applications of record, evidence of use of wine 

labels, evidence from the Office Actions, and use by the Applicant all prove that the genus is not 

estate wine, but wine. 

2. Does the Relevant Public Understand the Designation as Primarily to Refer to that 

Genus of Goods? 

 

The relevant public are those people who buy and drink wine.  Applicant has submitted 

substantial evidence that shows how actual purchasers and consumers of Applicant's LA FINCA 

wine view La Finca.  Request for Reconsideration, Dec. 15, 2015, pp. 154-173; 177-187; 218-

365; Response to Office Action, May 18, 2015, pp. 58-76.  It is without question that these actual 

purchasers and consumers of Applicant's LA FINCA wine view LA FINCA as a mark.  There 

are many unsolicited reviews of LA FINCA wine of record.   
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All of these reviews reflect how actual wine consumers see LA FINCA and understand 

that this is a trademark.  The consumer reviews, which often picture bottles of LA FINCA wine, 

show "the primary significance that the wording would have to the relevant public."  Below are 

excerpts from some of the consumer reviews of LA FINCA wine which are of record.  In all of 

these reviews, the purchasers discuss the grape varietal and refer to LA FINCA wine as wine. 

 

Request for Reconsideration, Dec. 15, 2015, p. 186. 
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Id. at 235. 

 

Id. at 239. 
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Id. at 253. 

 

Id. at 264. 
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Id. at 278. 

This is actual consumer perception of the LA FINCA mark.  The situation here is similar 

to that in In re Merrill Lynch, Pierce, Fenner & Smith Inc., 828 F.2d 1567, 4 USPQ2d 1141 

(Fed. Cir. 1987). In that case, the reviewing court of the Board determined that CASH 

MANAGEMENT ACCOUNT was not generic because: "The evidence before the Board showed 

recognition in a substantial number of publications that the source of the CASH 

MANAGEMENT ACCOUNT was the appellant." Id. at 1143.  There, the Federal Circuit also 

noted: "It seems elementary that one must find out how people in the trade and the purchasers 

use the terms with respect to the involved goods in order to determine whether or not they are 

descriptive."  See id. at 1142 (quoting In re Automatic Radio Manufacturing Co ., 404 F.2d 1391, 

1396, 160 USPQ 233, 237 (CCPA 1969)).  The evidence of record in this case is in line with 

Federal Circuit precedent: actual purchasers and consumers of Applicant's LA FINCA wine 

http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=3632388&fname=f2d_404_1391&vname=ippqcases2
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=3632388&fname=uspq_160_233&vname=ippqcases2
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=3632388&fname=bna_reporter_page_uspq_160_237&vname=ippqcases2
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know that LA FINCA is a source identifying term.  Purchasers do not use "the estate" to refer to 

wine or particular wine.  There is no question that the primary significance of LA FINCA as 

applied to wine to the relevant public is as a trademark and not a generic term.  There is nothing 

of record to counter this evidence. 

 Furthermore, the evidence showing how LA FINCA wine is sold and displayed at Trader 

Joe's stores is important in considering consumer perception.  Examples of these displays are 

above.  These displays clearly show that LA FINCA is a mark, not a generic term. 

Internet usage also supports Applicant's position.  A Google search of "La Finca wine" 

only results in search "hits" for Applicant's LA FINCA wine. Request for Reconsideration, Dec. 

15, 2015, pp. 37-38.  A Google image search for "La Finca wine" produces photographs of 

Applicant's LA FINCA wine as seen below.  Id., p. 41. 

Trademark registrations for wine are also useful in determining how the relevant public 

views LA FINCA.  And of course, the examining attorney initially refused registration of 

Applicant's mark based on Application Serial No. 77888535 for the mark THE FARM for 

wines.3  Registrations of record include the following as well as the records noted above: 

Mark 

(Translation Statement) 
Reg. No. 

 

Goods 

 

HACIENDA 

 

(Translation statement: "Hacienda" is a Spanish word meaning large farm or 

estate.) 

1202268 Wines 

                                                 
3
 That mark is now registered on the Principal Register without a disclaimer and without a claim of 

acquired distinctiveness.  Request for Reconsideration, Dec. 15, 2015, pp. 133-135.  It would be 

unfairly inconsistent to deny registration to Applicant here while having permitted the application for 

THE FARM for wine to register. If consumers do not view THE FARM as a generic term for wine, 

they clearly will not view LA FINCA as a generic term for wine.  In fact, consumers must first 

translate LA FINCA to even consider if the term is generic, under the examining attorney's analysis.  

The multiple steps required to reach the examining attorney's conclusion simply are not how 

purchasers view wine marks and labels. 
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Mark 

(Translation Statement) 
Reg. No. 

 

Goods 

 

LA VIEILLE FERME 

 

(Translation statement: The French words "La Vieille Ferme" are translated 

into English as "The Old Farm".) 

1215159 Wines 

TENUTA CAPARZO 

 

(Translation statement: The English translation of the word "tenuta" in the 

mark is "farm".) 

1568708 Wines 

DUAS QUINTAS 

 

(Translation statement: The English translation of the word "tenuta" in the 

mark is "farm".) 

2813758 

Port wine, 

wines and 

brandies 

MAS VILELLA 

 

(Translation statement: The English translation of MAS VILELLA is 

"Vilella Farm".) 

3170379 

Alcoholic 

beverages, 

namely, 

wines 

LA GRANJA 

 

(Translation statement: The English translation of "LA GRANJA" is "THE 

FARM".) 

4154376 Wines 

CHACRA 

 

(Translation statement: The literal English translation of CHACRA is "small 

farm.") 

3153448 Wine 

LA METAIRIE 

 

(Translation statement: The English translation of "METAIRIE" in the mark 

is "SMALL TENANT FARM".) 

4599258 Wine 

EL CORTIJILLO 

 

(Translation statement: The English translation of "EL CORTIJILLO" is "the 

little farmhouse", or "the farmhouse", or "the little farm", or "the farm.") 

4320057 Wine 

 

Response to Office Action, Sept. 22, 2014, pp. 12-41. 

The evidence of record does not show that LA FINCA is a generic term when applied to 

wine.  The evidence actually shows that LA FINCA is distinctive and protectable. 

To summarize, LA FINCA does not “tell you what the thing is” which is of course 

"wine".  In re Abcor Development Corp., 588 F.2d 811, 200 USPQ 215, 219 (CCPA 1978) 

(Rich, J., concurring).  LA FINCA is simply not generic for wine. 

http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=51508042&fname=f2d_588_811&vname=ippqcases2
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=51508042&fname=uspq_200_215&vname=ippqcases2
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=51508042&fname=uspq_200_215&vname=ippqcases2
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 B. LA FINCA is not Merely Descriptive. 

Applicant's LA FINCA mark is not merely descriptive.  However, Applicant claimed 

acquired distinctiveness in its applied for mark to overcome the Section 2(e)(1) refusal. For the 

reasons noted above and below, Applicant's applied for mark is not merely descriptive. 

 C. LA FINCA has Acquired Distinctiveness. 

 The examining attorney takes the position that Applicant has submitted insufficient 

evidence to show acquired distinctiveness.  

 Applicant has submitted a declaration in support of its claim of acquired distinctive and 

claimed a date of first use in the United States for its LA FINCA wine of July 2009.  That is 

almost seven years of use.  A declaration from Applicant's distributor in the United States attests 

that LA FINCA wine has been sold at Trader Joe's stores since 2009.  Request for 

Reconsideration, Dec. 15, 2015, p. 366.  Applicant has not sold its wine in the United States for a 

mere five years as the Examining Attorney claims. 

 In addition, it should be remembered that: 

An evidentiary showing of secondary meaning, adequate to show 

that a mark has acquired distinctiveness indicating the origin of the 

goods, includes evidence of the trademark owner's method of using 

the mark, supplemented by evidence of the effectiveness of such 

use to cause the purchasing public to identify the mark with the 

source of the product. 

 

In re Owens-Corning Fiberglas Corp., 774 F.2d 1116, 1125, 227 USPQ 417, 422 (Fed. Cir. 

1985).  The evidence that Applicant has submitted clearly shows that Applicant's use of the mark 

has been effective to cause the purchasing public to identify the mark with the source of the 

product.  Much of the evidence is discussed above, including evidence that FINCA is the subject 

of marks registered on the Principal Register for wine without a disclaimer of FINCA. 

http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=57933114&fname=f2d_774_1116&vname=ippqcases2
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=57933114&fname=uspq_227_417&vname=ippqcases2
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=57933114&fname=uspq_227_417&vname=ippqcases2
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 Applicant's wine has received wide recognition as evidenced by the extensive unsolicited 

wine reviews of record.  Request for Reconsideration, Dec. 15, 2015, pp. 154-173; 177-187; 218-

365; Response to Office Action, May 18, 2015, pp. 58-76.  Unsolicited media is evidence of 

acquired distinctiveness.  See In re Steelbuilding.com, 415 F.3d 1293, 75 USPQ2d 1420, 1424 

(Fed. Cir. 2005) (citations omitted). 

 In addition, Trader Joe's has actively promoted the LA FINCA wine in its well-known if 

not famous Fearless Flyer and TJ's Wine Insider, as well as its in-store marketing.  See Request 

for Reconsideration, Dec. 15, 2015, pp. 174-175; Response to Office Action, May 18, 2015, pp. 

24-28.  Trader Joe's marketing is legendary.  See Request for Reconsideration, Dec. 15, 2015, 

pp. 189-217.  The success of Trader Joe's marketing of the LA FINCA wine is shown by the 

numerous reviews of the wine, and the Google searches for LA FINCA on the web and in 

images.  Request for Reconsideration, Dec. 15, 2015, pp. 37-38, 41; 154-173; 177-187; 218-365; 

Response to Office Action, May 18, 2015, pp. 58-76. 

 Trader Joe's operates over 300 stores in the United States.  Response to Office Action, 

May 18, 2015, pp. 29-55.  Photographs of LA FINCA wine displays at Trader Joe's stores show 

displays in Austin, Texas; San Clemente, California; Dallas, Texas; Los Angeles, California; 

Miami, Florida; and New York, New York.  See Request for Reconsideration, December 15, 

2015, p. 141.  In The Fearless Flyer dated Sept. 4, 2015, it was noted that LA FINCA is available 

in all Trader Joe's stores where wine is sold.  See id. at 174-175.  The overwhelming majority of 

Trader Joe's stores sell wine.  See Response to Office Action, May 18, 2015, pp. 29-55.  LA 

FINCA is widely available in the United States. 

 Moreover, Applicant has sold over 5,000,000 bottles of wine in the United States, as of 

May 18, 2015.  Response to Office Action, May 18, 2015. 

http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=57933114&fname=f3d_415_1293&vname=ippqcases2
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=57933114&fname=uspq2d_75_1420&vname=ippqcases2
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=57933114&fname=uspq2d_75_1420&vname=ippqcases2
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 Last, there is no evidence of any use by a third party of the mark LA FINCA for wine.  

Applicant's exclusive use is evidence of acquired distinctiveness.  See In re Steelbuilding.com, 

75 USPQ2d at 1424. 

 Here, the substantial evidence of consumer recognition is very persuasive.  This is not 

survey evidence conducted in a controlled and artificial environment.  All of the reviews in 

evidence are unsolicited and show how the mark LA FINCA is viewed by the wine purchasing 

and drinking public: as a mark. 

 As the Federal Circuit noted in Steelbuilding.com, no single factor is determinative of 

acquired distinctiveness.  Id.  The evidence of record here shows actual consumer perception, 

wide use of the mark throughout the United States in a trademark manner, and exclusive 

continuous use for almost seven years.  The LA FINCA mark has acquired distinctiveness for 

wine. 

IV. CONCLUSION 

 The Examining Attorney has not met her burden.  LA FINCA for wines is not generic.  

There is no evidence of record that any wine maker, wine purchaser, or wine drinker uses the 

terms "estate wine".  There is no question that LA FINCA is not generic for estate bottled wine.  

There is substantial evidence of how the relevant public views LA FINCA and that is as a 

trademark.  There is no generic or descriptive use of LA FINCA of record.  Applicant has 

established acquired distinctiveness in the mark LA FINCA through almost seven years of 

continuous exclusive use in over 300 stores in the United States, as well as through actual 

consumer evidence.  

 The Board should reverse the Examining Attorney's refusal.  

 

http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=57933114&fname=uspq2d_75_1420&vname=ippqcases2
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=57933114&fname=uspq2d_75_1420&vname=ippqcases2
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      Respectfully submitted, 

 
Date:  April 19, 2016 ________________________________ 

Leigh Ann Lindquist 

Attorney for Applicant 

SUGHRUE MION, PLLC 

2100 Pennsylvania Avenue, NW 

Washington, DC 20037-3202 

Telephone: (202) 663-7409 

Facsimile: (202) 331-4308 
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